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Sir: 



In accordance with the provisions of 37 C.F.R. 1.97 and 1.98, Applicants hereby make of record the 
patents and publications listed on the accompanying Form PTO-1449, and other information contained 
herein, for consideration by the Examiner in connection with the examination of the above-identified 
patent application. Copies of the patents and publications are enclosed. 



REMARKS 



In accordance with the provisions of 37 C.F.R. 1.97, this statement is being filed (CHECK ONE): 

[3 (1) within three (3) months of the filing date of a national application other than a 

continued prosecution application under 37 C.F.R. 1 .53(d), or within three (3) months 
of the date of entry of the national stage as set forth in 37 C.F.R. 1 .491 in an 
international application, or before the mailing of the first Office action on the 
merits, or before the mailing of a first Office action after the filing of a request for 
continued examination under 37 C.F.R. 1.114; or 

I I (2) after the period defined in (1) but before the mailing date of a final action or a notice 

of allowance under 37 C.F.R. 1.31 1, and 



□ 

□ 



the requisite Statement is below, OR 

the requisite fee under 37 C.F.R. 1.17(p), namely $180.00, is included herein, or 
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O (3) after the mailing date of a final action or notice of allowance but before the payment 

of the issue fee, AND 

fl the requisite Statement is below, AND 

n the requisite petition fee under 37 C.F.R. 1.1 7(p), namely $180.00 is included herein. 

It is respectfully requested that each of the patents and publications listed on the attached Form 
PTO-1449, and other information contained herein, be made of record in this application. 

STATEMENT 

U.S. Patent No. 6,150,628, the parent of this patent application, is the subject of litigation in 
Delaware, Civil Action No. 00-1004-JJF. The Defendant in the litigation has brought the patents and 
publications listed on the attached Form PTO-1449 to Applicants' attention during the discovery process. 

In addition, the Defendant filed a First Amended Answer, Affirmative Defenses and Counterclaim 
(along with other papers) on June 15, 2001. The Defendant made the following allegations in paragraph 
15 of its Affirmative Defenses: 

The '628 patent is unenforceable because of inequitable conduct before the U.S. Patent 
and Trademark Office. The following are presently known particular examples of such 
inequitable conduct: 

(a) In response to a rejection of claims of the application which matured into the 
'628 patent over an article by Kogan et al. and a patent to Zarowin et al., the applicants, 
through their attorney, stated that the systems described in the Kogan and Zarowin 
references "are driven by conventional RF power generators" that "require expensive and 
complex power delivery systems," in contrast to the power generators specified in the 
claims. The disclosures of Kogan and the Zarowin, however, are not restricted to 
systems driven only by "conventional" RF power generators. This misleading 
characterization of prior art was material to the patentability of the claimed invention and 
done with an intent to mislead the U.S. PTO into allowing claims of the '628 patent. 

(b) In response to a rejection of claims of the application which matured into the 
'628 patent in view of an article by Maier et al., the applicants, through their attorney, 
knowingly mischaracterized Maier as "nonanalogous prior art" that should not be 
considered because it was directed to the problem of "toroidal confinement and heating 
of a thermonuclear plasma," rather than the problem addressed in the application. The 
disclosures of Maier were highly pertinent, however, because the means of plasma 
generation described and claimed in the application were completely analogous to the 
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means used for heating thermonuclear plasmas. This misleading characterization of 
prior art was material to the patentability of the claimed invention and done with an 
intent to mislead the U.S. PTO into allowing claims of the '628 patent. 

(c) After receiving a Notice of Allowability, the applicants, through their 
attorney, submitted a supplemental Information Disclosure Statement citing a reference 
entitled "Osram Endura 150W Product Information Brochure" dated November 1996 
("Osram Brochure"). Because the applicants disclosed the Osram Brochure after the 
Notice of Allowability was issued, the Patent Office did not consider the patentability of 
the claimed invention in view of that reference. Moreover, the applicants asserted 
without proof that the Osram Brochure did not constitute prior art because the applicants 
"made their invention prior to the date of the reference," even though the applicants did 
not exercise diligence toward reduction to practice of their claimed invention prior to 
November 1996. The untimely submission of the Osram Reference and the making of 
false statements regarding the applicants' prior invention were material to the 
patentability of the claimed invention and done with an intent to mislead the U.S. PTO 
into allowing claims of the '628 patent. 

Applicants believe that the Defendant's allegations are without merit and expect to be fully 

vindicated through the judicial process. In accordance with their duty of candor and good faith, 

Applicants submit this information (and the enclosed documents) for consideration. 

Respectfully submitted, 



Date: July 1^,2001 
Reg. No. 36,471 




Attorney for the Applicants 
Testa, Hurwitz, & Thibeault, LLP 
High Street Tower 
125 High Street 
Boston, Massachusetts 021 10 
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